Serial No. 10/686,137 

REMARKS 

The Advisory Action mailed September 25, 2006, has been received and reviewed. Claims 
12 through 14, 17, 18, 20, 22, and 23 are currently pending in the application. Claims 13 and 14 
have been withdrawn as being drawn to a non-elected invention. Claims 12, 17, 18, 20, 22, and 23 
stand rejected. Applicants propose to amend claims 12, 13, and 23, and respectfully request 
reconsideration of the application as proposed to be amended herein. 

35 U.S.C. § 112 Claim Rejections 

Claims 12, 15, 17, 18, 20, 22, and 23 stand rejected under 35 U.S.C. § 112, first paragraph, 
as containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventors, at the time the application 
was filed, had possession of the claimed invention. Since claim 15 has been canceled, Applicants 
treat this rejection as applying to claims 12, 17, 18, 20, 22, and 23. Applicants respectfully 
traverse this rejection, as hereinafter set forth. 

The Examiner asserts that claim 12 requires "the artisan to perform the undue burden of 
experimentation to determine what polymer will be reactive with a liquid binder, and with what 
liquid binders." Final Office Action mailed July 10, 2006, page 3. A similar statement was made 
regarding fusible polymers. Id. The Examiner appears to be asserting that any experimentation 
constitutes undue experimentation. Applicants submit that "[t]he fact that experimentation maybe 
complex does not necessarily make it undue, if the art typically engages in such experimentation." 
M.P.E.P. § 2164.01. By way of non-limiting example, numerous commercial databases exist for 
both polymers and binders that are categorized by properties. It is common practice for engineers 
and scientist to use databases to select potential polymer candidates, and then experiment in a 
given application with the selected candidates. That is just one example of routine 
experimentation that takes place in the art. Additionally, claim 12 further recites the polymers that 
may be used with the claimed invention. Claim 12 does not require undue experimentation in 
selecting polymers and/or binders. 

Claims 12, 15, 17, 18, 22, and 23 stand rejected under 35 U.S.C. § 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicants regard as the invention. Since claim 1 5 has been canceled, Applicants treat this 
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this rejection as applying to claims 12, 17, 18, 20, 22, and 23. Applicants respectfully traverse this 
rejection, as hereinafter set forth. 

Applicants submit that at least a portion of this rejection is not properly an indefiniteness 
rejection. The Examiner appears to have based the indefiniteness rejection on the allegation that 
"[t]he property, 'reactive with a liquid binder,' would be present in identical compositions as 
inherent characteristics. Any polymer having the recited constituents would be deemed to possess 
this same property." Final Office Action mailed July 10, 2006, page 4. Likewise, the case cited by 
the Examiner appears to deal with novelty. Id. Inherency is a question of novelty or obviousness, 
not indefiniteness. M.P.E.P. § 2173.04 provides that "[b]readth of a claim is not to be equated 
with indefiniteness. ... If the claim is too broad because it reads on the prior art, a rejection under 
either 35 U.S.C. 102 or 103 would be appropriate." Therefore, this rejection is improper; however, 
Applicants submit that the claims are both novel and non-obvious. 

The Examiner did assert that "the metes and bounds of the claims cannot be clearly 
ascertained since the constituents are not specifically recited or defined as to substance and not 
characteristics." Final Office Action mailed July 10, 2006, page 4. Applicants respectfully submit 
that the claims are not required to recite specific binders for the claims to be sufficiently definite. 
"There is nothing inherently wrong with defining some part of an invention in functional terms. 
Functional language does not, in and of itself, render a claim improper." M.P.E.P. § 2173.05(g). 
Therefore, Applicants are not required to recite every potential binder and the claims are definite. 

Double Patenting Rejections 

Applicants thank the Examiner for indicating that the provisional rejection to claims 12, 18, 
20, 22 and 23 over claims 1-30 of U.S. Patent Application 10/678,564 (U.S. Publication 
2005/007451 1 to Oriakhi et al. ("Oriakhi '51 1")) has been overcome. 

Claims 12, 20, 22, and 23 stand provisionally rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1 through 49 of U.S. 
Patent Application 10/648,122 (U.S. Publication No. 2005/0049739 to Kramer et al. ("Kramer")). 

Claims 12, 17, 18, 20, 22, and 23 stand provisionally rejected under the judicially created 
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doctrine of obviousness-type double patenting as being unpatentable over claims 1 through 25 of 
U.S. Patent Application 10/650,571 (U.S. Publication 2005/0046067 to Oriakhi et al ("Oriakhi 
'067")). 

Claims 12, 17, and 18 stand provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 through 41 of U.S. Patent 
Application 10/339,824 (U.S. Publication 2005/0161544 to Kasperchik ("Kasperchik")). 

Claims 12, 18, 20, 22, and 23 stand provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1 through 80 of 
U.S. Patent Application No. 10/434,313 (U.S. Publication 2005/0224173 to Boyd et al ("Boyd")). 

Applicants assert that the analysis employed in an obviousness-type double patenting 
determination parallels the guide-lines for a 35 U.S.C. § 103(a) rejection and the factual inquiries 
set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966). These factual inquiries 
are summarized as follows: 

(A) Determine the scope and content of a patent claim . . . relative to a claim in the 
application at issue; 

(B) Determine the differences between the scope and content of the patent claim ... as 
determined in (A) and the claim in the application at issue; 

(C) Determine the level of ordinary skill in the pertinent art; and 

(D) Evaluate any objective indicia of nonobviousness. 

Applicant asserts that any obviousness-type double patenting rejection should make clear: 

(A) The differences between the inventions defined by the conflicting claims — a claim in 
the patent compared to a claim in the application; and 

(B) The reasons why a person of ordinary skill in the art would conclude that the invention 
defined in the claim > at issue would have been < an obvious variation of the invention defined in 

a claim in the patent. M.P.E.P. § 804 II. B. 1. Applicants request that, at the least, a comparison of 
the currently pending independent claims 12, 17, 18, 20, 22, and 23 to any asserted corresponding 
independent claims of Kramer, Oriakhi 4 067, Kasperchik, and Boyd be made pointing out the 
differences between the inventions defined by the conflicting claims — a claim in the patent 
compared to a claim in the application — so that Applicants can respond accordingly. Applicants 
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accordingly. Applicants further request that reasons be set forth why a person of ordinary skill in 
the art would conclude that the invention defined in the claim at issue would have been an obvious 
variation of the invention defined in a claim in the aforementioned cited references. Applicants 
request such a comparison and statement of reasons to be based on such factual inquiries as set 
forth above as well as any conclusions from such factual inquiries. Applicant asserts that no 
obviousness-type double patenting exists between claims 12, 17, 18, 20, 22, and 23 of the present 
application and the claims of the cited references without a claim by claim comparison and reasons 
based upon a factual finding. Accordingly, absent such a comparison of conflicting claims and 
reasons, Applicants respectfully assert that claims 12, 17, 18, 20, 22, and 23 are allowable. 

Additionally, due to the fact that these are "provisional" obviousness-type double-patenting 
rejections, Applicants request that the other remaining anticipation and obviousness rejection be 
resolved prior to considering the desirability of filing of one or more terminal disclaimers. In the 
event that the "provisional" rejections are the only rejections remaining in the present application 
after consideration of the present Amendment, Applicants respectfully request that the same be 
withdrawn. 

35 U.S.C. § 102(e) Anticipation Rejections 

Anticipation Rejection Based on Oriakhi '067 

Claims 12, 17, 18, 20, 22, and 23 stand rejected under 35 U.S.C. § 102(e) as being 
anticipated by Oriakhi '067. Applicants respectfully traverse this rejection, as hereinafter set forth. 

A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference. Verdegaal Brothers v. 
Union Oil Co. of California, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). The identical invention must 
be shown in as complete detail as is contained in the claim. Richardson v. Suzuki Motor Co., 9 
USPQ2d 1913, 1920 (Fed. Cir. 1989). 

Regarding independent claim 12, Applicants assert that Oriakhi '067 does not describe, 
either expressly or inherently, each and every element of claim 12 to anticipate the claimed 
invention under 35 U.S.C. § 102. Oriakhi '067 does not describe the element of the claimed 
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invention calling for "at least one first polymer powder having reactive properties and at least one 
second polymer powder having fusible properties" as recited in amended claim 12. Oriakhi '067 
does not describe at least two polymers where one has reactive properties and one has fusible 
properties. Therefore, for at least this reason, Oriakhi '067 does not anticipate claim 12 under 35 
U.S.C. § 102. 

Claims 17, 18, 20, 22, and 23 are novel for at least the reason of depending from novel 
independent claim 12. 

Anticipation Rejection Based on Kasperchik 

Claims 12, 17, 18, 20, 22, and 23 stand rejected under 35 U.S.C. § 102(e) as being 
anticipated by Kasperchik. Applicants respectfully traverse this rejection, as hereinafter set forth. 

Regarding independent claim 12, Applicants assert that Kasperchik does not describe, 
either expressly or inherently, each and every element of claim 12 to anticipate the claimed 
invention under 35 U.S.C. § 102. Kasperchik does not describe the element of the claimed 
invention calling for "at least one first polymer powder having reactive properties and at least one 
second polymer powder having fusible properties" as recited in amended claim 12. Kasperchik 
does not describe at least two polymers where one has reactive properties and one has fusible 
properties. Additionally, Kasperchik does not describe "wherein the at least one first polymer is 
selected to be reactive with a liquid binder." Kasperchik discloses "a polar solvent-based binder 
capable of stimulating a reaction between the cationic polyelectrolyte component and the anionic 
polyelectrolyte component to form a low-density particle-bound complex." Kasperchik, 
paragraph [001 4] . Kasperchik discloses a binder that serves as a solvent to allow the reaction of 
polymers, but does not disclose a polymer reactive with a binder. Therefore, for at least these 
reasons, Kasperchik does not anticipate claim 12 under 35 U.S.C. § 102. 

Claims 17, 18, 20, 22, and 23 are novel for at least the reason of depending from novel 
independent claim 12. 

Anticipation Rejection Based on Oriakhi '511 

Claims 12, 18, 20, and 23 stand rejected under 35 U.S.C. § 102(e) as being anticipated by 
Oriakhi '511. Applicants respectfully traverse this rejection, as hereinafter set forth. 
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Regarding independent claim 12, Applicants assert that Oriakhi '511 does not describe, 
either expressly or inherently, each and every element of claim 12 to anticipate the claimed 
invention under 35 U.S.C. § 102. Oriakhi '511 does not describe the element of the claimed 
invention calling for "at least one first polymer powder having reactive properties and at least one 
second polymer powder having fusible properties" as recited in amended claim 12. Oriakhi '51 1 
does not describe polymer powders. Oriakhi '511 discloses a "jettable build composition." 
Oriakhi '577, paragraph [0023]. Oriakhi '51 1 does not disclose that powder is being jetted from 
the ink-jet nozzles. Oriakhi '51 1 does not describe at least two polymers where one has reactive 
properties and one has fusible properties. Therefore, for at least these reason, Oriakhi '51 1 does 
not anticipate claim 12 under 35 U.S.C. § 102. 

Claims 18, 20, and 23 are novel for at least the reason of depending from novel 
independent claim 12. 

Anticipation Rejection Based on Boyd 

Claims 12, 18, 20, 22, and 23 stand rejected under 35 U.S.C. § 102(e) as being anticipated 
by Boyd. Applicants respectfully traverse this rejection, as hereinafter set forth. 

Regarding independent claim 12, Applicants assert that Boyd does not describe, either 
expressly or inherently, each and every element of claim 12 to anticipate the claimed invention 
under 35 U.S.C. § 102. Boyd does not describe the element of the claimed invention calling for "at 
least one first polymer powder having reactive properties and at least one second polymer powder 
having fusible properties" as recited in amended claim 12. Boyd does not describe polymer 
powders. Boyd discloses "a mixture of thermoplastic particles and a water-soluble polymer matrix 
formed as a film." Boyd, Abstract. Boyd does not describe at least two polymers where one has 
reactive properties and one has fusible properties. Therefore, for at least these reason, Boyd does 
not anticipate claim 12 under 35 U.S.C. § 102. 

Claims 1 8, 20, 22, and 23 are novel for at least the reason of depending from novel 
independent claim 12. 

Anticipation Rejection Based on U.S. Patent Publication 2002/0125592 to Schulman et al. 

Claims 12, 18, 20, 22, and 23 stand rejected under 35 U.S.C. § 102(e) as being anticipated 
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anticipated by Schulman et al (U.S. Patent Publication 2002/0125592 ("Schulman")). Applicants 
respectfully traverse this rejection, as hereinafter set forth. 

Regarding independent claim 12, Applicants assert that Schulman does not describe, either 
expressly or inherently, each and every element of claim 12 to anticipate the claimed invention 
under 35 U.S.C. § 102. Schulman does not describe the element of the claimed invention calling 
for "at least one first polymer powder having reactive properties and at least one second polymer 
powder having fusible properties" as recited in amended claim 12. Schulman does not describe at 
least two polymers where one has reactive properties and one has fusible properties. Therefore, for 
at least this reason, Schulman does not anticipate claim 12 under 35 U.S.C. § 102. 

Claims 17, 1 8, 20, 22, and 23 are novel for at least the reason of depending from novel 
independent claim 12. 

35 U.S.C. § 102/103 Rejections 

Anticipation Rejection on in the alternative. Obviousness Rejection Based on U.S. Patent 
5.030394 to Sietses et al or U.S. Patent 6340,720 to Lin et al 

Claims 12, 20, 22, and 23 stand rejected under 35 U.S.C. § 102(b) as being anticipated by 
or, in the alternative, under 35 U.S.C. § 103(a) as being obvious over U.S. Patent 5,030,394 to 
Sietses et al ("Sietses") or U.S. Patent 6,340,720 to Lin et al ("Lin"). Applicants respectfully 
traverse these rejections, as hereinafter set forth. 
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Regarding independent claim 12, Applicants assert that neither Sietses nor Lin describe, 
either expressly or inherently, each and every element of claim 12 to anticipate the claimed 
invention under 35 U.S.C. § 102. Likewise, neither of the references teach or suggest all of the 
claim limitations to establish a prima facie case of obviousness regarding the claimed invention 
under 35 U.S.C. § 103. Neither of the references describe, teach, or suggest the element of the 
claimed invention calling for "at least one first polymer powder having reactive properties and at 
least one second polymer powder having fusible properties" as recited in amended claim 12. 
Neither reference describes at least two polymers where one has reactive properties and one has 
fusible properties. Therefore, for at least this reason, Sietses and Lin do not anticipate claim 12 
under 35 U.S.C. § 102 or establish a prima facie case of obviousness under 35 U.S.C. § 103. 

Claims 20, 22, and 23 are novel and non-obvious for at least the reason of depending from 
novel and non-obvious independent claim 12. 

Anticipation Rejection on in the alternative. Obviousness Rejection Based on U.S. Patent 
5,738,817 to Danforth et al 

Claims 12, 20, and 22 stand rejected under 35 U.S.C. § 102(b) as being anticipated by or, in 
the alternative, under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent 5,738,817 to 
Danforth et al. ("Danforth"). Applicants respectfully traverse these rejections, as hereinafter set 
forth. 

Regarding independent claim 12, Applicants assert that Danforth does not describe, either 
expressly or inherently, each and every element of claim 12 to anticipate the claimed invention 
under 35 U.S.C. § 102. Likewise, Danforth does not teach or suggest all of the claim limitations to 
establish a prima facie case of obviousness regarding the claimed invention under 35 U.S.C. § 103. 
Danforth does not describe, teach, or suggest the element of the claimed invention calling for "at 
least one first polymer powder having reactive properties and at least one second polymer powder 
having fusible properties" as recited in amended claim 12. Danforth does not describe at least two 
polymers where one has reactive properties and one has fusible properties. Therefore, for at least 
this reason, Danforth does not anticipate claim 12 under 35 U.S.C. § 102 or establish a prima facie 
case of obviousness under 35 U.S.C. § 103. 

Claims 20 and 22 are novel and non-obvious for at least the reason of depending from 
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novel and non-obvious independent claim 12. 

Anticipation Rejection on in the alternative. Obviousness Rejection Based on U.S. Patent 
3.676.172 to Van Dyke; al 

Claims 12, 15, 16, and 18 through 23 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as being unpatentable over U.S. 
Patent No. 3,676,172 to Van Dyk et al ("Van Dyk"). Since claims 15, 16, 19, and 21 have been 
canceled, Applicants treat this rejection as applying to claims 12, and 18, 20, 22, and 23. 
Applicants respectfully traverse this rejection, as hereinafter set forth. 

Regarding independent claim 12, Applicants assert that Van Dyk does not describe, either 
expressly or inherently, each and every element of claim 12 to anticipate the claimed invention 
under 35 U.S.C. § 102. Likewise, Van Dyk does not teach or suggest all of the claim limitations to 
establish a prima facie case of obviousness regarding the claimed invention under 35 U.S.C. § 103. 
Van Dyk does not describe, teach, or suggest the element of the claimed invention calling for "at 
least one first polymer powder having reactive properties and at least one second polymer powder 
having fusible properties" as recited in amended claim 12. Van Dyk does not describe at least two 
polymers where one has reactive properties and one has fusible properties. Therefore, for at least 
this reason, Van Dyk does not anticipate claim 12 under 35 U.S.C. § 102 or establish a prima facie 
case of obviousness under 35 U.S.C. § 103. 

Claims 18, 20, 22, and 23 are novel and non-obvious for at least the reason of depending 
from novel and non-obvious independent claim 12. 

Anticipation Rejection or, in the alternative. Obviousness Rejection Based on U.S. Patent 
6.503,677 to Gutman et al 

Claims 12, 18, 20, 22, and 23 stand rejected under 35 U.S.C. § 102(a) as being anticipated 
by or, in the alternative, under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent 
6,503,677 to Gutman et al ("Gutman"). Applicants respectfully traverse this rejection, as 
hereinafter set forth. 

Regarding independent claim 12, Applicants assert that Gutman does not describe, either 
expressly or inherently, each and every element of claim 12 to anticipate the claimed invention 
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under 35 U.S.C. § 102. Likewise, Gutman does not teach or suggest all of the claim limitations to 
establish a prima facie case of obviousness regarding the claimed invention under 35 U.S.C. § 103. 
Gutman does not describe, teach, or suggest the element of the claimed invention calling for "at 
least one first polymer powder having reactive properties and at least one second polymer powder 
having fusible properties" as recited in amended claim 12. Gutman does not describe at least two 
polymers where one has reactive properties and one has fusible properties. Therefore, for at least 
this reason, Gutman does not anticipate claim 12 under 35 U.S.C. § 1 02 or establish a prima facie 
case of obviousness under 35 U.S.C. § 103. 

Claims 1 8, 20, 22, and 23 are novel and non-obvious for at least the reason of depending 
from novel and non-obvious independent claim 12. 

Anticipation Rejection or, in the alternative. Obviousness Rejection Based on U.S. Patent 
6,004,717 to Creatura et al 

Claims 12, 17, 20, 22, and 23 stand rejected under 35 U.S.C. § 102(b) as being anticipated 
by or, in the alternative, under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 
6,004,717 to Creatura et al ("Creatura"). Applicants respectfully traverse this rejection, as 
hereinafter set forth. 

Regarding independent claim 12, Applicants assert that Creatura does not describe, either 
expressly or inherently, each and every element of claim 12 to anticipate the claimed invention 
under 35 U.S.C. § 102. Likewise, Creatura does not teach or suggest all of the claim limitations to 
establish a prima facie case of obviousness regarding the claimed invention under 35 U.S.C. § 103. 
Creatura does not describe, teach, or suggest the element of the claimed invention calling for "at 
least one first polymer powder having reactive properties and at least one second polymer powder 
having fusible properties" as recited in amended claim 12. Creatura does not describe at least two 
polymers where one has reactive properties and one has fusible properties. Therefore, for at least 
this reason, Creatura does not anticipate claim 12 under 35 U.S.C. § 102 or establish a prima facie 
case of obviousness under 35 U.S.C. § 103. 

Claims 1 7, 20, 22, and 23 are novel and non-obvious for at least the reason of depending 
from novel and non-obvious independent claim 12. 
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ENTRY OF AMENDMENTS 



The proposed amendments to claims 12, 13, and 23 above should be entered by the 
Examiner because the amendments are supported by the as-filed specification and drawings and do 
not add any new matter to the application. Further, the amendments do not raise new issues or 
require a further search. Finally, if the Examiner determines that the amendments do not place the 
application in condition for allowance, entry is respectfully requested upon filing of a Notice of 
Appeal herein. 



Claims 12 through 14, 17, 18, 20, 22, and 23 are believed to be in condition for allowance, 
and an early notice thereof is respectfully solicited. Should the Examiner determine that additional 
issues remain which might be resolved by a telephone conference, the Examiner is respectfully 
invited to contact Applicants' undersigned attorney. 



CONCLUSION 



Respectfully submitted, 



Edgar R. Cataxinos 
Registration No. 39,931 
Attorney for Applicants 

TraskBritt 

P.O. Box 2550 

Salt Lake City, Utah 84110-2550 
Telephone: 801-532-1922 




Date: November 10, 2006 
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